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The USPTO in FY19

USPTO headquarters in 
Alexandria, VA

12,652 employees
• 9,614 patent examiners
• 701 trademark 

examining attorneys
• 383 Patent Trial and 

Appeal Board team
• 73 Trademark Trial and 

Appeal Board team

Patents
• 665,231

applications filed
• 370,434

patents issued

Trademarks
• 673,233

trademark 
applications

• 297,774
Certificates of 
Registration
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FY19-Source: https://www.uspto.gov/sites/default/files/documents/USPTOFY19PAR.pdf (All from 2019 PAR)
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Intellectual propertyReal property

What is intellectual property?
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Just like a fence defines the physical boundaries of property that belongs to you, intellectual property defines the metes and bounds or “legal fence” around intangible property like an idea.-IP is ownership of a concept or idea rather than ownership of a parcel of property or object. -Ownership of intellectual property allows its owner to exclude other people from using the ideas or concepts that comprise the intellectual property at issue
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©®

Types of intellectual property
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Patents protect ideas from copycats / knockoffsCompanies with issued patents are more likely to grow sales, receive investor funded, more likely to eventually go public (see the Bright Side of Patents)Trademarks protect brands, as well as consumersCustomers want to know who they’re doing business withCopyrights protect creative worksThese kinds of works are inherently difficult to create initially, but easy to copy. (Eg digital music, photocopies of magazine articles or books)



Trade secrets
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- KFC recipe, google search algorithm - Formulas, patterns, compilations, programs, devices, methods, techniques or processes- Trade secret protection stems from common law of the 1800s, but most states use the Uniform Trade Secrets Act to form the basis of their laws. - Defend Trade Secrets Act 2016 allows an owner of a trade secret to sue in federal court when its trade secrets have been misappropriated- A trade secret is any information that has value by virtue of not being generally known, that has value to others who cannot legitimately obtain the information, and that is subject to reasonable efforts to maintain its secrecy.- Certain factors need to be addressed to determine if a trade secret:	1- extent to which information is known outside a business	2- extent to which information is known inside a business	3- precautions taken to guard the secrecy of the information	4- savings effected and value in having the information against competitors	5- amount of money and effort expended in obtaining and developing the information; and	6- amount of time and expense for others to acquire and duplicate the information.



• Failure to take adequate steps to 
prevent disclosure

• Owner or owner-authorized disclosure
• Reverse engineering
• Independent development

Ways to lose a trade secret
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Trade secrets are maintained within company confines and are generally protected by signed agreements between employees and companies.  These contracts may require non-disclosure of proprietary information and non-competition after leaving employments.  This falls within the level of reasonable effort to maintain secrecy and to keep the information out of the public domain.As we know patents are good for a term of 20 years from the date of first filing.  However, trade secrets are good for as long as they are secret.  Is it therefore better to keep things trade secrets?  Remembering the constitution in Art.1, Sec. 8, Cl. 8, the primary reason for this clause was “to promote the progress of science and useful arts”.  If we keep all things secret the progress of science would be stilled.  However, there are times when the use of trade secrets are warranted.  For example: If you and a competitor were selling products at the same cost and you discovered a machine change that allowed you to make a 2% reduction in the cost in making your goods would you patent that idea or keep it trade secret?  The same goes for better formulas, patterns, compilations, programs, methods, techniques or processes. How many of you know the 11 herbs and spices in Kentucky Fried Chicken or the formula for Coca-Cola.  Today someone could probably reverse engineer both of these products, but their trademarks are now more valuable than their formula or ingredients.  Who would buy “Joe’s Soda” when there is the option of a COKE, or “Sam’s Fried Chicken” that taste just the same as KFC?
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Filing fee$45 for one work, single author$65 otherwise



Things protected by copyrights
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Copyright is a form of protection provided by the laws of the United States to the authors of “original works of authorship”, including literary, dramatic, musical, artistic, and certain other intellectual works.  Copyright is a bundle of rights that gives the owner the right to 1) Make copies 2) Prepare derivative works (modifying) 3) Distribute copies 4) Perform the work publicly and 5) Display the work publiclyExamples of copyrightable works include • Literary works (this may include software code)• Musical works, including any accompanying words• Dramatic works, including any accompanying music• Pantomimes and choreographic works• Pictorial, graphic, and sculptural works• Motion pictures and other audiovisual works• Sound recordings, which are works that result from the fixation of a series of musical, spoken, or other sounds• Architectural works(Source, U.S. Copyright Office Circular 1, revised 09/2017)



• Library of Congress
• Protects “original works of authorship” 

including literary, dramatic, musical, 
artistic, and certain other intellectual works

• Term: Author’s life + 70 years
• www.copyright.gov

Copyright     
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The Copyright Office is part of the Library of Congress. Additionally, the Undersecretary of Commerce for Intellectual Property also has oversight authority on Copyrights.Term of copyright: generally life of author plus 70 years, or 95 years from first publication for works made for hire.Anything you write down, paint, photograph etc is copyrighted, but it needs to be protected by registration with the Library of Congress to gain strong protection under the law.

http://www.copyright.gov/
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Trademarks and servicemarks are:Symbols or pictures.Words, phrases, or slogans.Anything else that can identify the source of a product (aka goods and/or services).TM-Notify the public of your claim to the trademark and dissuade others from adopting the same or similar mark -Protected under common law trademark rights are limited to the geographic area the mark is used in and any areas where it could reasonably expand Registration-$225 per class 



Common-law trademark

• Trademark that is used in commerce in connection 
with specified goods and services, but not registered

• Rights are limited to geographic area (based on use in 
that area)

• Optional symbols: TM   SM  

• U.S. is a first-to-use country
– most countries are first-to-file
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Federal registration advantages
• Public notice of claim of ownership

• Legal presumption of ownership and exclusive right to use mark in U.S. on/in 
connection with the goods/services listed in registration

• Ability to bring an action in federal court 

• Use of U.S. registration as a basis to obtain registration in foreign countries 

• Right to use the federal registration symbol ® 

• Listing in the United States Patent and Trademark Office’s online databases

• Registration may be recorded with U.S. Customs to prevent importation of infringing 
foreign goods

– Recordation fee for trademarks is US $190 per International Class of goods
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Note: beware of fraudulent notices, USPTO does not send reminders for fees- look at “Misleading Notices” on USPTO.govFiling fee (online) = $225 (TEAS Plus)



Trademarks can be DESIGNSTrademarks can be WORDS

STARBUCKS

NIKE

TARGET

Examples of trademarks
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Nontraditional marks – colors
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- Tiffany Blue (Tiffany & Co.)- Brown (UPS)- Green and yellow color scheme (John Deere)



Nontraditional marks – scents
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Strawberry, cherry, and grape lubricants for engines to make exhaust smell“Flowery musk scent” in Verizon storesPlay-Doh “scent of a sweet, slightly musky, vanilla fragrance, with slight overtones of cherry, combined with the smell of a salted, wheat-based dough”



Nontraditional marks – sounds
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**Images are used for educational purposes only**Pillsbury doughboy, NBC chimes, Mario coin-A sounds trademark is where the sound is used to perform the trademark function of uniquely identifying the commercial origin of products or services.



Trade dress
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-   Intended to protect consumers from packaging or appearance of products that are designed to imitate other productsMust be nonfunctional Trade dress must be “distinctive.” This means that consumers perceive a particular trade dress as identifying a source of a productOver time and with advertising and exposure, consumers associate the design with the source of the product.Dr. Martens Boots (1) “yellow stitching in the welt area of the sole,” (2) a two-tone grooved sole edge, (3) the distinctive DMS sole pattern, and (4) a black fabric heel loop.Coca-Cola bottle shapeInterior design of Apple storesHershey’s Kisses shape



Trademark fees

• Application fee: $225 per class (electronic 
filing, 
TEAS plus)

• Post-registration fees
– Affidavit of use $125 per class (after five years)
– Application for renewal $300 per class (after nine 

years)
• Upcoming Trademark Fundamentals
21
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Source for trademark fees: https://www.uspto.gov/learning-and-resources/fees-and-payment/uspto-fee-schedule, accessed 01/2019.



A U.S. patent is
• A property right granted by the United States 

government to an inventor
• To exclude others from making, using, offering 

for sale, or selling the invention throughout 
the United States or importing the invention 
into the United States

• For a limited time
• In exchange for public disclosure 

of the invention

Patents

22
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• Gain entry to a market
• Exclude others from a market
• Use it as a marketing tool to promote 

unique aspects of a product
• Sell or license, like other property

Why get a patent?
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-??Determining types of IP Deter others from entering your market-Marketing tool -Collateral for funding-Create revenue from sales or licensingWhat does “patent pending” really mean? Is it a big deal/is there any sort of protection you have?Why get a patent?- 36% employment increase over 5 years from first patent approval- 51% increase in sales growth- 53% increase in probability of VC funding over the next 3 years from patent approval- Small increase in likelihood of seed round- 47% increase in probability of 2nd round of funding-153% increase in probability of IPO over unconditional sample probability- 84% increase in probability of IPO/going public or acquisition(Source: The Bright Side of Patents.  USPTO Economic Working Paper, 2015-5)IP Strategy- Assess your company’s IP assets and prioritize- Know your competition - What’s the pace of innovation and opportunities for growth?- Determine the best way to protect your IP- Develop a plan, set goals and implement- Get help!Approval increases the likelihood of subsequently raising the first VC round (often called the seed round) by one percentage point (p. 26).Conditional on having raised a first round, patent approval increases the chances of raising a second round by as much as 46.7 percentage points (p.26)A successful patent application boosts the probability of an IPO by 0.9 percentage points, a 153% increase over the unconditional sample probability of 0.59%. (p. 18)Acquisitions: a successful application increases the probability of going public or being acquired by 2.1 percentage points, an 84% increase over the unconditional probability of 2.5%. (p. 18)- Significantly increases chance of IPO or acquisition as exit strategy depending on your exit strategyOur findings suggest that early patent grants act as catalysts that set startups on a path to success.The above numbers are relative to the small unconditional probability of receiving funding.Stats relative to startups who had their first application “rejected”	rejected = abandoned applications (footnote 9, p. 7)Startups are those patent applicants that: are a U.S.-based for-profit firm whose primary inventor is located in the U.S. and which is not listed on a stock market at the time of the first-action decision; and have filed at least one application on or after January 1, 2001 and no applications between 1991 and 2000. -	The first filter screens out established firms (such as research labs and listed companies) as well as foreign applicants. -	The second filter ensures that we capture first time patent applicants, which are likely to be young entrepreneurial firms.
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Whoever invents or discovers any new and 
useful process, machine, manufacture, or 
composition of matter, or any new and 
useful improvement thereof, may obtain a 
patent therefor, subject to the conditions 
and requirements of this title.

Inventions Patentable
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35 USC 101- focus on the parts- new and useful, A patent



Patent eligibility requirements

What can be patented:
• Process
• Machine
• Article of manufacture
• Composition of matter
• Improvement of any of the above
• Ornamental design of an article of 

manufacture
• Asexually reproduced plant varieties

What cannot be patented:
• Law of nature
• Physical phenomena
• Abstract ideas
• Literary, dramatic, musical, 

and artistic works
• Inventions which are: 

– Not useful or 
– Offensive to public morality
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How do I know if my invention is 
patentable?

• Search
– U.S. patents
– Foreign patents
– Printed publications
– The internet

• Part II of this presentation is focused on searching

27
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Plant
Whoever invents or 
discovers and 
asexually produces 
any distinct and new 
variety of plant 

Design
Any new, original 
and ornamental 
design; protects 
the way an object 
appears 

Utility
New and useful process, 
machine, article of 
manufacture, or 
composition of matter, 
or any new and useful 
improvement thereof

Types of patents
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• Protect the function of an 
invention—the way it works

• Valid for 20 years from the date 
the application is filed

Utility patents
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Provisional vs. nonprovisional

Provisional application
• Establishes a filing date
• No claims required
• Inexpensive
• Not published or examined
• One year to pursue 

nonprovisional

Nonprovisional application
• Statutory requirements for 

what has to be filed
• More expensive
• Published and examined
• Can result in a patent

32
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Provisional must fully support whatever subject matter will eventually be claimed in order to preserve filing date.Patent term measured from filing date of subsequent nonprovisional applicationProvisional application filing fee280.00 (LARGE) 140.00 (SMALL) 70.00 (MICRO)



Large entity Small entity Micro entity

Basic filing fee $300 $150 $75

Search fee $660 $330 $165

Examination fee $760 $380 $190

Initial cost $1720 $860 $430

Issue fee $1000 $500 $250

Utility patent fees
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Presentation Notes
Many possibly additional fees, e.g. for claims in excess of 20, late responses to OAs, non-electronic filing…Provisional application filing fee: $280/$140/$70Design fees are slightly cheaperMicro entity: 75% discount on all fees. Income threshold ~184k / yr. Small entity: 50% discount.Does not include private attorney fees, which are typically $6,000 to $18,000 depending on invention complexitySource for fees: https://www.uspto.gov/learning-and-resources/fees-and-payment/uspto-fee-schedule#Patent Fees, accessed 12/13/18Source of attorney fee estimate: http://www.ipwatchdog.com/2015/04/04/the-cost-of-obtaining-a-patent-in-the-us/id=56485/



• Small entity status gets a 50% discount
– An individual or
– A small business (less than 500 employees) or
– A non-profit organization

• Micro-entity status gets a 75% discount
– Qualify as a small entity
– Filed no more than four previous applications
– Income not greater than three times the median income

• September 2019: $184,116
– Not assigned to other than a micro-entity
– Inventions assigned to employer don’t count against you

Entity status discounts
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You are required to notify the USPTO of your status change before or at the time of paying the earliest maintenance fee due after the status change



• Track One provides a final disposition 
within about 12 months

• Utility and plant applications
• Limited to 12,000 requests
• $4,000/$2,000/$1,000

Need to fast track your patent?

35
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• Abstract: Short summary of the invention
• Written description: How does it work? 

How is it made or used?
• Drawings: What does it look like?
• One or more claims

Parts of a patent application
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Drawings often include multiple viewsPatent claims are the inventor’s attempt to delineate, by way of a single sentence in the English language, what they regard as their invention.Claim language defines the metes and bounds of property protection desired (or the property boundaries).Every issued patent contains one or more claims.  Each claim is a single sentence that describes what the applicant has invented



Not patentable

Invention

Too general

Not valuable

Too
specific

How should 
invention be 
delineated by 
the claims?

Claims
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• Submit online using EFS-Web
– Upload all necessary documents
– Payment of required fees

• Receive an application number and filing 
date

Filing your application

40



Contact Info

Hours: Monday – Friday, 
6 a.m. to midnight ET, 
except federal holidays

Telephone Numbers:
• Toll-Free: 866-217-9197
• Local: 571-272-4100

Email: ebc@uspto.gov

Electronic Business Center (EBC)
• The EBC can assist with:

– Submitting your patent application via EFS-Web

– Viewing application information in Public and 
Private PAIR

– Searching for patents in AppFT and PatFT

– Digital certificate, customer number issues, and 
assistance

– Java and web browser problems

– Technical problems or errors with your patent 
application

– PDX/DAS registration inquires and issues

– Technical problems with biotech tools

41
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USPTO grants patent

Notice of 
allowance Abandonment

Appeal

Applicant

Amendment and/or argument

Rejection and/or objection

Examiner

USPTO 
pre-exam

Application is filed by 
inventor or assignee

Patent examination
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This and the next slide show a flowchart, which shows the simplified patent examination and appeal process. This flow chart also explains how USPTO performs its duty and functions in the U.S legal system. Blue outlines the examination process. Although patent examiners play important roles in the patent examination, other supporting staff, non-patent examiners, are very important in the patent examination and appeal process. For example, Pre-exam; TSS, etc. XXXXXPatent examination consists of multiple Office actions on the merits, and applicant(s) responses. During the patent examination process, applicants file their patent applications to USPTO, and examiners at USPTO review the applications on their merits according to the US Patent laws.  If the claims are found to comply with the US Patent laws, i.e., are novel and non-obvious, USPTO grants a patent to the applicant. 



• Reads and understands the application
• Searches for prior art
• Evaluates the claims with respect to statutory 

requirements and formal requirements
• Writes office actions to applicant describing all findings 

related to patentability
• Holds interviews with applicant to explain findings and 

explore opportunities to advance prosecution

What does a patent examiner do? 

44
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Search: NPL + previously filed patent applicationsStatutory requirements: 101, 102, 103, 112 (discussed earlier)Interviews: typically with applicant’s attorney



• Is it patent eligible?
• Is it new?
• Is it nonobvious?
• Are the claims written clearly?
• Could a skilled technician reproduce the claimed 

invention based on what is in the specification?

Statutory hurdles

45

Presenter
Presentation Notes
101, 102, 103, and 112 in a nutshell.??Working with your examiner
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Once you receive a notice of allowance, pay the issue fee $1000/$500/$250 for utilityUtility and reissue patents are issued within about four weeks after the issue fee and any required publication fee are received in the Office. A patent number and issue date will be assigned to an application and an Issue Notification will be mailed after the issue fee has been paid and processed by the USPTO.The patent grant is mailed on the issue date of the patent. It includes any references to prior patents, the inventor(s)') names, specification, and claims (to name a few). It is bound in an attractive cover and includes a gold seal and red ribbon on the cover.



Issued Patent
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Step 8: Maintain your patent
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-pay the maintenance fees (not required for design or plant)-maintain current contact information and entity status



• Onus is on the owner to enforce their patent 
rights
– Monitor marketplace for infringing products
– Respond to infringement when detected

• Government enforcement resources
– STOPfakes.gov
– Customs and Border Protection

Enforcement

49
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Resources
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www.uspto.gov/patent

http://www.uspto.gov/startups


www.uspto.gov/startups
52

Presenter
Presentation Notes
Unique IP challenges include (but are not limited to):IP portfolio prerequisites to secure funding, the possibility of costly patent infringement demand letters and lawsuitsLack of understanding when and how they should protect and leverage their IP, or how to identify what can be protected — knowledge that could help their chances to thrive and avoid unnecessary pitfalls.

http://www.uspto.gov/startups
http://www.uspto.gov/startups


STOPfakes.gov

• The International Trade Administration (ITA), U.S. 
Department of Commerce, manages STOPfakes.gov to 
assist U.S. businesses in protecting and enforcing their 
intellectual property rights against counterfeits and 
pirated goods in the global marketplace

• Provides information, guidance, and trainings for 
businesses and consumers by both industry and country 
of interest
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U.S. Customs and Border Protection

• Customs and Border Protection (CBP) can detain 
and seize imported goods which violate 
intellectual property rights in the United States

• CBP officers can access the recordation database 
at each of the 317 ports of entry

54
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U.S. Customs and Border Protection

• Intellectual Property Rights (IPR) e-
recordation
– Copyrights and trademarks
– $190
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Contact Info

Hours: Monday – Friday, 8:30 
a.m. to 8 p.m. ET, except 
federal holidays

Telephone Numbers
• 800-PTO-9199 

(800-786-9199)
• 571-272-1000

TTY customers can dial 
800-877-8339 for customer 
assistance

Inventors Assistance Center (IAC) 
provides patent information and 
services to the public. The IAC is 
staffed by former supervisory 
patent examiners and experienced 
former primary examiners who 
answer general questions 
concerning patent examining 
policy and procedure.

Inventors Assistance Center (IAC)
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Inventors Assistance Center (IAC)
• What IAC can do for you:

– Answer general questions regarding patent examining policy

– Answer questions concerning necessary formats and items needed for your patent application

– Assist you with forms needed and with filling out the forms

– Direct your calls to appropriate USPTO personnel or www.USPTO.gov web pages, as necessary

– Provide you with general information concerning patent examining rules, procedures, and fees

– Send you patenting information and forms via USPS mail or facsimile

• What IAC cannot do for you:
– Cannot give an opinion as to whether an invention is patentable

– Cannot provide legal advice or legal interpretations

– Cannot provide patent searches or other intellectual property research

– Cannot provide specific line-by-line completion of forms (but can provide directions)
57
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Patent Prosecution Highway (PPH)

• A system of work sharing that improves examination 
efficiency by reducing duplication of effort among patent 
offices

• Enables an applicant who has received a determination 
of allowable claims in an application from one office 
(national stage or PCT) to obtain fast track processing of 
corresponding claims in application pending in other 
offices
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How does PPH work?

• Applicant receives a positive examination result from a 
PPH participating office
– A national/regional office action indicating allowable claims
– Patent Cooperation Treaty (PCT) written opinion or PCT international 

preliminary report on patentability

• Applicant files a PPH request in a corresponding 
application in another PPH participating office

• Once the PPH request is granted, the examination of the 
application in the second office is expedited
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Applications excluded from PPH

• Provisional applications
• Plant applications
• Design applications
• Reissue applications
• Reexamination proceedings, and
• Applications subject to a secrecy order 
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Utility patent application guide www.uspto.gov/patents/resources/types/utility.jsp

Patent process www.uspto.gov/patents/process

Patent search guide www.uspto.gov/patents/process/search

IP awareness assessment tool www.uspto.gov/inventors/assessment

Inventor and entrepreneur resources www.uspto.gov/inventors

Pro se assistance www.uspto.gov/ProSePatents

Micro entity limit www.uspto.gov/PatentMicroentity

Patent pro bono help and video www.uspto.gov/inventors/proseprobono

First inventor to file www.uspto.gov/aia_implementation/patents.jsp#heading-10

Law school clinic program www.uspto.gov/LawSchoolClinic

Helpline: 1-800-PTO-9199

Resources
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Pro Se Assistance CenterLaw School Clinic- CU BoulderPro Bono program- Mi Casa Resource Center ProBoPatColorado, Montana, New Mexico, �Utah, and WyomingJennifer Rothschildprobopat@micasaresourcecenter.org303-539-5643$50 application fee

http://www.uspto.gov/patents/resources/types/utility.jsp
http://www.uspto.gov/patents/process
http://www.uspto.gov/patents/process/search
http://www.uspto.gov/inventors/assessment
http://www.uspto.gov/inventors
http://www.uspto.gov/ProSePatents
http://www.uspto.gov/PatentMicroentity
http://www.uspto.gov/inventors/proseprobono
http://www.uspto.gov/aia_implementation/patents.jsp#heading-10
http://www.uspto.gov/learning-and-resources/ip-policy/public-information-about-practitioners/law-school-clinic-1


www.uspto.gov/ptrc

Nationwide network of 
public, state, and 
academic libraries that 
are designated by the 
USPTO to disseminate 
patent and trademark 
information and to 
support intellectual 
property needs of the 
public.

Patent and Trademark
Resource Centers (PTRC)
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Remember you have people listening from other states

http://www.uspto.gov/products/library/ptdl/locations/index.jsp


Helpful Hint: Have an Interview

Interview
Pro Se Inventor(s)/Applicant(s)
– In person on Office premises, via WebEx, over the phone, or 

Video Tele-Conference (VTC)
Attorney/Agent representing inventor(s)
– In person on Office premises, via WebEx, over the phone, or 

Video Tele Conference
– Inventor(s)/Applicant(s) cannot have an interview without their 

attorney or agent present
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Glossary of patent terms
• Utility – a credible use for a particular purpose of the claimed 

invention
• Metes and bounds – the claim scope which determines the legal 

limits of patent property rights
• Person having ordinary skill in the art (PHOSITA) – a hypothetical 

person who is presumed to have the capability of understanding the 
scientific and engineering principles applicable to the pertinent art

• Patentable – subject matter that is able to be patented
• Allowable – subject matter that meets all statutory requirements
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Upcoming programs
The Path to a Patent, Part II: How to Draft a Provisional Application, Thursday, Jan. 21, 1:30-2:30 p.m. ET

The Path to a Patent, Part III: Patent Searching, Friday, Jan. 22, 1–2:30 p.m. ET

The Path to a Patent, Part IV: Learn How to Draft a Patent Application, Friday, Jan. 29, 1-3 p.m. ET

The Path to a Patent, Part V: Learn How to Draft Patent Claims, Friday, Feb. 12, 1-3 p.m. ET

The Path to a Patent, Part VI: Learn How to Protect Your IP Abroad: Friday, Feb. 26, 1-3 p.m. ET

The Path to a Patent, Part VII: Filing a Patent Application Using EFS-Web, Friday, Mar. 12, 1-3 p.m. ET

The Path to a Patent, Part VIII: Common Mistakes and Support after Filing: Friday, Mar. 26, 1–2:30 p.m. ET
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Thank you!

www.uspto.gov/denver
rockymountain@uspto.gov

uspto.gov

usptovideo

@uspto

@uspto
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